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DETAILED ACTION 

This office action is responsive to communication filed on 05/19/2007. 

Information Disclosure Statement 

1 . The references listed on the Information Disclosure Statement submitted on 
11/13/2003 have been considered by the examiner (see attached PTO-1449A). 

Response to Amendment/Arguments 

2. In the claims, no claim has been amended, and claim 21 is newly added. Claims 
1-21 are pending and represent a method and apparatus for a "OPTIONAL RECEIPT 
OF AN EMAIL ATTACHMENT." 

Applicant's arguments with respect to claims 1,10, and 17 have been carefully 
considered, but are not deemed fully persuasive. Applicant's arguments are deemed 
moot in view of the grounds of rejection as explained here below. Applicants' 
amendments adding new claim 21 are not properly made as to perhaps place this 
application in condition for allowance. 

In response to Applicant's arguments, 37 CFR § 1 .1 1 (c) requires applicant to 
"clearly point out the patentable novelty which he or she thinks the claims present in 
view of the state of the art disclosed by the references cited or the objections made. He 
or she must show the amendments avoid such references or objections." 

Applicant's Request for Reconsideration filed on 05/19/2007 has been carefully 
considered but is not deemed fully persuasive. However, because there exists the 
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likelihood of future presentation of this argument, the Examiner thinks that it is prudent 
to address Applicants' main points of contention: 

A: Applicant contends that "the cited sections of Godfrey are directed to receiving 
meeting requests, whereas Applicant's independent claims 1,10 and 17 are directed to 
selectively transmitting an email attachment At the outset, as set forth in the preamble 
of independent claims 1,10 and 17, the cited sections of Godfrey fail to describe the 
limitation of both selectively transmitting and transmitting an email attactiment. That is, 
Godfrey is directed to solving a calendaring problem, and Applicant's invention is 
directed toward limiting the proliferation of email attachments by allowing selective 
transmission of a received email. So, Godfrey and Applicant are solving disparate, non- 
overlapping problems. For these reasons. Applicant respectfully asserts that Godfrey 
fails to anticipate Applicant's independent claim 1 , and by analogy, independent claims 
10 and 17, as a matter of law." 

B: Applicant contends that "Applicant's independent claim 1 first states, 
"receiving an instruction from a sender to add a selectable notification of an email 
attachment to a first email." This claim element and its limitations include, for example, 
an email client having the capability for a email sender to add a "selectable notification," 
such as coded instruction, to allow retrieval of an email attachment associated with the 
sender's first email through a second email that the sender sends to the recipient of the 
first email. Nowhere in the cited sections of Godfrey is this element and its limitations 
described at all." 

C : Applicant contends that "Applicant's independent claim 1 then states, 
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"inserting code in the first email to transmit a reply to the sender upon execution of the 
code by an email client, wherein execution is responsive to activation of the selectable 
notification by a recipient." Again, nowhere in the cited sections of Godfrey is this 
second element and its limitations described. " 

D : Applicant contends that "Applicant's Independent claim 1 next states, 
"generating a second email having the email attachment upon receipt of the reply." The 
cited sections again do not describe this third element and its limitations of generating a 
second email with the email attachment upon receipt by the email sender of a reply from 
the email recipient occurring by the email recipient executing a selectable notification." 

E: Applicant contends that "Applicant's independent claim 1 finally states, 
"transmitting the second email to the recipient in response to the reply." At the cited 
sections, and in line with Applicant's argument supra, there is nothing in Godfrey that 
describes Applicant's transmitting of any second email in response to the reply as 
defined in Applicant's application." 

As to point A, It is the position of the Examiner that Godfrey teaches the 
limitations of the claimed invention. Applicant's argument is that Godfrey is directed to 
solving a calendaring problem, and Applicant's invention is directed toward limiting the 
proliferation of email attachments by allowing selective transmission of a received email. 
So, Godfrey and Applicant are solving disparate, non-overiapping problems. The 
Examiner disagrees. Godfrey teaches as stated by the applicant means to solving a 
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calendaring problem with is directly related selective transmission of received email with 
attachment (see Godfrey, column 5; see also figs. 8, and 9). 

As to point B, the limitations of allowing retrieval of an email attachment 
associated with the sender's first email through a second email that the sender sends to 
the recipient of the first email is disclosed by Godfrey in column 5 , figs, 8 and 9; it is 
important to note that the first email email is represented by the transformation of the 
first meting request and reply is sent by the recipient of the email with the attachment. 

As to point C, the limitations of "inserting code in the first email to transmit a 
reply to the sender upon execution of the code by an email client, wherein execution is 
responsive to activation of the selectable notification by a recipient" is taught by Godfrey 
using the redirector's application code to insert the attachment and reply the email. 

As to point D, "generating a second email having the email attachment upon 
receipt of the reply" is taught in column 5 of Godfrey as well as figs. 8, and 9. 

As to point D, see point C and D above. 

Examiner notes that no matter has been added and that new claim 21 is not 
supported by the application as filed. Furthermore, applicant has failed in presenting 
claims and drawings that delineate the contours of this invention as compared to the 
cited prior art. Applicant has failed to clearly point out patentable novelty in view of the 
state of the art disclosed by the references cited that would overcome the 1 02(e) 
applied against the claims, the rejection is therefore sustained. 
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Claim Rejections - 35 USC §112 

3. Claim 21 rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventors, at the time the application was filed, had possession 
of the claimed invention. 

The new claim 21 contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed 
invention. Claim 21, newly added in the Reply dated 05/19/2007, comprises language 
that is not spelled out in the specifications as originally claimed. Applicants simply 
allege in page 10 of the Reply that proposed new claim 21 is supported by the 
specification, does not add any new matter, and request entry and allowance. The 
Examiner disagrees. Specifically, Applicants have claimed a "detacher" in line 3 of 
claim 21 which is not mentioned or described in the specifications. Paragraphs 0024 
and 0057 of the specifications, each briefly mentions the word detach once with no 
correlation to a detacher. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed ti fie United States before the invention by the applicant for patent or (2) a patent 
granted on ai aftplication for patent by another filed in the United States before the invention by the 
applicant for f a^nt, except that an international application filed under the treaty defined in section 
351 (a) shall the effects for purposes of this subsection of an application filed in the United States 
only if the int^rnltionat application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Godfrey et 
al (Godfrey), Patent No. 6,941 ,349 B2. 

Regarding claim 1-20, Godfrey discloses: 
1. A method for selectively transmitting an email attachment, the method comprising: 

receiving an instruction from a sender to add a selectable notification of an email 
attachment to a first email (figs. 12, and 13; column 5, lines 33-59; note that accepting 
and declining the meeting request inherently comprises the step of selecting the 
notification; and that the first meeting request received at the host is in the form of an 
email); 

inserting code in the first email to transmit a reply to the sender upon execution 
of the code by an email client, wherein execution is responsive to activation of the 
selectable notification by a recipient (column 5, lines 32-67; note the sending of the 
email with the attachment as a reply to the sender); 

generating a second email having the email attachment upon receipt of the reply; 
and transmitting the second email to the recipient in response to the reply (column 5, 
lines 45-60; note that step 1 through 8 can be repeated to create the second reply from 
the sender with the email attachment). 
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2. The method of claim 1, further comprising prompting the recipient prior to 
transmission of the reply to the sender (column 19, lines 33-42). 

3. The method of claim 2, wherein prompting the recipient comprises requesting the 
recipient add comments for the sender to the reply (column 19, lines 33-42). 

4. The method of claim 1, further comprising prompting the sender prior to transmission 
of the second email to the recipient (column 5, lines 45-60; repeat steps 1 through 8). 

5. The method of claim 4, wherein prompting the sender comprises requesting the 
sender to locate the email attachment to transmit the second email to the recipient (figs. 
12, and 13; column 5, lines 45-60; repeat steps 1 through 8). 

6. The method of claim 4, wherein prompting the sender comprises requesting the 
sender add comments for the recipient to the second email (column 5, lines 45-67). 

7. The method of claim 1, wherein receiving the instruction comprises receiving the 
instruction to exclude the email attachment from the first email (column 19, lines 24-52); 

8. The method of claim 1, wherein inserting code in the first email comprises inserting a 
markup language (figs. 12, and 13). 
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9. The method of claim 1 , wherein inserting code in the first email comprises inserting 
an icon and linking the code to the icon (figs. 12, and 13). 

10. A device for selective transmission of an e-mail attachment by a recipient, the 
device comprising: a notification incorporator to add a selectable notification of an email 
attachment to a first email in response to an instruction from a sender (figs. 12, and 13; 
column 5, lines 33-59); a code associator to insert code in the first email to transmit a 
reply to the sender upon execution of the code by an email client and to associate 
execution of the code with activation of the selectable notification by the recipient 
(column 5, lines 32-67); and an attachment responder to generate a second email 
having the email attachment upon receipt of the reply and to transmit the second email 
to the recipient in response to the reply (column 5, lines 45-60; note that step 1 through 
8 can be repeated to create the second reply from the sender with the email 
attachment). 

1 1 . The device of claim 10, wherein the code associator inserts code comprising at least 
one prompter, wherein the at least one prompter permits optional entry of text in the 
reply (figs. 12, and 13). 

12. The device of claim 10, wherein the attachment responder comprises at least one 
prompter, wherein the prompter permits optional entry of text in the second email (figs. 
12, and 13; column 5, lines 45-60; repeat steps 1 through 8). 
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13. The device of claim 10, wherein the attachment responder comprises at least one 
prompter, wherein the prompter requests the sender to locate the email attachment 
(figs. 12, and 13; column 5, lines 45-60; repeat steps 1 through 8). 

14. The device of claim 10, wherein the notification incorporator is responsive to the 
instruction, wherein the instruction excludes the email attachment from the first email 
(figs. 12, and 13; column 5, lines 45-60; repeat steps 1 through 8). 

15. The device of claim 10, wherein the code associator inserts code comprising a 
markup language (figs. 12, and 13). 

16. The device of claim 10, wherein the code associator inserts an icon and associates 
the icon with the code (figs. 12, and 13). 

17. A machine-accessible medium containing instructions, which when executed by a 
machine, cause the machine to perform operations for selective transmission of an e- 
mail attachment, comprising: receiving an instruction from a sender to add a selectable 
notification of an email attachment to a first email (figs. 12, and 13; column 5, lines 33- 
59); inserting code in the first email to transmit a reply to the sender upon execufion of 
the code by an email client, wherein execution is responsive to activafion of the 
selectable notification by a recipient (column 5, lines 32-67); generating a second email 
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having the email attachment upon receipt of the reply; and transmitting the second 
email to the recipient in response to the reply (column 5, lines 45-60; note that step 1 
through 8 can be repeated to create the second reply from the sender with the email 
attachment). 

18. The machine-accessible medium of claim 17, wherein the operations further 
comprise instructions for prompting the recipient prior to transmission of the reply to the 
sender (figs. 12, and 13; column 5, lines 45-60; repeat steps 1 through 8). 

19. The machine-accessible medium of claim 17, wherein the operations further 
comprise instructions for prompting the sender prior to transmission of the second email 
to the recipient (figs. 12, and 13; column 5, lines 45-60). 

20. The machine-accessible medium of claim 20, wherein prompting the sender 
comprises requesting the sender to locate the email attachment to transmit the second 
email to the recipient (column 5, lines 45-67; note that step 1 through 8 can be 
repeated to create the second reply from the sender with the email attachment). 
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Conclusion 

56. THIS ACTION IS MADE FINAL. Any inquiry concerning this communication or 
earlier communications from examiner should be directed to Jude Jean-Gilles whose 
telephone number is (571) 272-3914. The examiner can normally be reached on 
Monday-Thursday and every other Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 



Jude Jean-Gilles 
Patent Examiner 
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